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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEALS BOARD

IN THE MATTER OF APPLICATION SERIAL NO. 76/448,315
PUBLISHED IN THE OFFICIAL GAZETTE ON JULY 15, 2003

INTERNATIONAL STAR REGISTRY
OF ILLINOIS, LTD.

Opposition No.: 91158299

Opposer,

TONYA S. VAUGHAN, 12-30-2003

U.S. Patent & TMOfc/TM Mail Rept Dt. #78
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Applicant.

MOTION WITH REQUEST TO ALLOW DISCOVERY TIME PERIOD
IN RESPONSE TO APPLICANT’S MOTION FOR SUMMARY JUDGMENT AND
RELATED MOTIONS TO HOLD DISCOVERY IN ABEYANCE OR SUSPEND
PROCEEDINGS PENDING OUTCOME OF RELATED OPPOSITION,
OR IF DENIAIL OF DISCOVERY TIME PERIOD THEN TO EXTEND THE
TIME FOR FILING OF OPPOSER’S RESPONSE BRIEF; AND WITH
REQUEST TO CONSOLIDATE OPPOSITION PROCEEDINGS

Now comes the Opposer, by and through its attorneys,
Burton S. Ehrlich of Ladas & Parry, and in response to
Applicant’s Summary Judgment brief (and its related Motions)

requests a reasonable time period for discovery on issues

germaine to Applicant’s Motion or if denial of a reasonable
discovery time period, then a reasonable time period for the
filing of a response brief.

The Opposer also requests that these opposition proceedings

be consolidated under Trademark Rule 2.117(a) with the related



recently filed opposition proceeding No. 91157178 against the
Applicant’s application Serial No. 76/448,314, which is now also
under opposition.

The inconsistencies of Applicant’s Motions and legal
positions are apparent from examining the Applicant’s Motions in
these proceedings and in related Opposition No. 91157178.

The caption of the Applicant's Motion To Suspend itself
refers to related Opposition No. 91157178. On October 27, 2003,
the Opposer filed a Motion to consolidate the present Opposition
Proceedings in the application for "name a star" and design with
the prior Opposition No. 91157178 against the same Applicant's
application for "name a star". Both applications also cover the
same identified items where the Applicant provides star naming
services, specifically the offering to name a star with the name
requested by consumers. In response to the Opposer's Motion to
Consolidate the Opposition Proceedings, which is mandated for
such matters by Trademark Rule 2.117(a) for related Opposition
Proceedings, the Applicant objected to the consolidation of
proceedings in Opposition No. 91157178 in its paper filed on
November 11, 2003. The Applicant in the caption of the Motion
at issue now refers to Opposition No. 91157178 as a "Related
Opposition”. The Applicant's Motion now goes so far as to argue
that Opposition Proceedings No. 91157178 (which one week prior

to Applicant's present Motion Applicant objected to being




consolidated with the present opposition) will "in turn dispose
of the present opposition under the doctrine of collateral
estoppel or claim preclusion". The Motion to Consolidate the
Opposition Proceedings now appears to be conceded as proper by
Applicant. Such consolidation of Opposition Proceedings could
moot Applicant's present Motions and with the granting under
Federal Rule 56(f) of Opposer's Motion for discovery on the
related Opposition Proceedings will also allow for discovery to
properly proceed in the Consolidated Opposition Proceedings.
Accompanying Applicant's Motion to suspend these Opposition
Proceedings pending a decision in the related Opposition No.
91157178 the Applicant also concurrently filed in these
proceedings a Motion for Summary Judgment which is essentially
the same document, with reliance upon the same evidence, as in
the referenced prior opposition proceeding which Applicant
objects to properly being consolidated with this opposition.
The Motion to suspend the present Opposition pending a decision
in Related Opposition No. 91157178 would apparently be
inconsistent with the Applicant also filing of the concurrently
filed Motion for Summary Judgment. The Applicant appears not
only to have taken different positions on the related/non-
related nature of the Opposition Proceedings (with Applicant
objecting to consolidation, but now asserting that the other

Opposition would be virtually controlling), but has also




requested a suspension of these proceedings pending the outcome
of the Related Opposition, while at the same time moving for
summary Judgment in these proceedings based upon essentially the
same filings as in the other opposition. Under the Opposer’s
requested consolidation of proceedings and with the granting of
the requested discovery, the Opposer will now be able to file
its responsive papers to Applicant's Motions in both proceedings
in a single consolidated proceeding.

The Opposer also submits a Memorandum with supporting
rationale for the Motion to allow discovery and separately under
the Federal Rules of Civil Procedure a Rule 56 (f) Affidavit of
counsel.

The Applicant asserts registrability of “name a star” for
services of offering to “name a star” with the name requested by
customers and in providing an underlying certificate to
customers showing the naming of the star. The Opposition
Petition and its attachments demonstrate that the Applicant and
Opposer are competitors and that both offer to consumers to name
a star using these very phrases to describe the underlying
services. Applicant’s own “order” form submitted as a specimen
with its application even references on the portion to be
completed by the customer “To Name a Star”, as well as
describing “How is a star named”. Applicant refers repeatedly

to its business as the Name A Star Business as well as the




Opposition Petition itself showing numerous illustrative
descriptive/generic uses. (Opp. Pet. Paras. 9, 10, 20 and 23 and
Ex. A-F) Yet Applicant asserts that “name a star” is inherently
distinctive or has acquired secondary meaning.

The Applicant’s over zealousness to block any discovery
should also be considered with considerable suspicion in light
of certain historic facts. Normally, when a party files for
Summary Judgment in accordance with the Trademark Rules any
requested discovery would be considered with the filing of
papers in response to a Summary Judgment Motion. In the present
opposition and in the related opposition the Applicant has not
only sought to complicate matters by filing separate Motion to
Hold Discovery In Abeyance or Suspend proceedings, but the
Applicant has actively sought to block all discovery in
presenting its supposed quarter century or so of its own version
of facts. Yet, never once does Applicant mention its yearly
dollar sales. Applicant’s attempt to evade discovery represents
a continuing pattern for as shown by Exhibit A, the Applicant
had to be compelled for depositions and to produce discovery in
a recent Federal District Court case in August 2001 when
Applicant was previously infringing Opposer’s trademark. Now
Applicant would like to present its own version of facts without
so much as providing a deposition or any discovery of its so-

called quarter century of its selected asserted “facts”.




Discovery being sought would consist of essential facts which
include items that would be available only from the Applicant.
The Applicant already sought to avoid scrutiny and expedite
registrability by reliance upon the standard language for a
Section 2 (f) Declaration of acquired distinctiveness and with a
Petition to Make Special under the guise of an infringement
problem (in its lead and related application for only the words
“name a star” see Serial No. 76/448,314 - the subject matter of
Opp. No. 91157178), all this occurring within two (2) years of
Applicant’s abandoning of a prior unsuccessful application.
Applicant did not disclose yearly dollar sales or total dollar
sales and did not disclose summaries of any advertising
expenditures or promotional expenditures over time, with the
exception being the virtually irrelevant statement of what it
currently spends. At various times Applicant dismisses in the
Answer to the Opposition Petition the Opposer’s and third party
uses as being too remote in time or too recent to be relevant.
Applicant in its claims of acquired distinctiveness asserts
lengthy use, but nearly all use of any significance appears to
have occurred within the last several years and long after
demonstrated descriptive/generic uses by Opposer, such as for
instance Opposer’s use shown in the 1987 Time Magazine

advertisement attached as Exhibit B to the Opposition Petition.



Pey

Now Applicant seeks to deprive Opposer of any discovery and
Exhibit A to this document shows Applicant having been compelled
in a recent District Court case to provide discovery when
Applicant had previously infringed Opposer’s trademark.

The discovery sought by Applicant will allow Opposer to not
only properly respond to Applicant’s Motion for Summary Judgment
with pertinent facts only available from Applicant, but also
could serve judicial economy by allowing Opposer to potentially
cross Motion for Summary Judgment in consolidated opposition
proceedings based upon a properly developed record and thereby
lessen costs to all parties, as well as possible responding to
repeated Motions by the parties in the two opposition
proceedings.

Additionally, the Opposer requests consolidation of the
opposition proceedings under Trademark Rule 2.117(a). These
opposition proceedings are between the same parties with the
Applicant seeking to protect the same phrase for the same
services and goods as in the present application. With both
oppositions involving the same words sought to be registered the
only difference is that the second application also shows a
design feature. For economy to the parties and judicial economy
these proceeds should be consolidated.

Based upon the rationale provided in the concurrently filed

Memorandum and in the Rule 56(f) Affidavit it is requested that




the reasonable time period requested in the Memorandum be
allowed for Opposer to take discovery germaine to issues in
Applicant’s Motion For Summary Judgment. Should the Board not
allow such discovery than Opposer requests that it be allowed at
least 30 days from the mailing of the Board’s order in which to
file Opposer’s response brief. Furthermore, it is requested
that these opposition proceedings be consolidated with the
opposition also recently filed against application Serial No.
76/448,314.

Respectfully submitted,

,ngzzr?f;ZQ;Z{i(4//AL.///////’~\

Burton S. Ehrlich, One of the
Attorneys for Applicant

Burton S. Ehrlich

Ladas & Parry

224 South Michigan Avenue
Suite 1200

Chicago, Illinois 60604
(312) 427-1300

CERTIFICATE OF MAILING

I hereby certify that this paper is being deposited with
the United States Postal Service on the date shown below with
sufficient postage as First Class Mail in an envelope addressed
to Box TTAB; Assistant Commissioner for Trademarks, U.S.
Trademark Office, 2900 Crystal Drive, Arlington, VA 22202-3513
on this 22nd day of December, 2003.

Burton S. Ehtlich ~
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing MOTION WITH
REQUEST TO ALLOW DISCOVERY TIME PERIOD IN RESPONSE TO
APPLICANT’S MOTION FOR SUMMARY JUDGMENT AND RELATED MOTIONS TO
HOLD DISCOVERY IN ABEYANCE OR SUSPEND PROCEEDINGS PENDING
OUTCOME OF RELATED OPPOSITION, OR IF DENIAL OF DISCOVERY TIME
PERIOD THEN TO EXTEND THE TIME FOR FILING OF OPPOSER’S RESPONSE
BRIEF; AND WITH REQUEST TO CONSOLIDATE OPPOSITION PROCEEDINGS
was deposited with the United States Postal Service on the date
shown below with sufficient postage as First Class Mail in an
envelope addressed to Ms. Joan I. Norek, at The Law Offices of
Joan I. Norek, 180 N. LaSalle Street, Suite 1800, Chicago,
Illinois 60601, this 22nd day of December, 2003.

(¢ Al —

Burton S. Ehrlich
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CASE NUMBER 99 C 6680 l DATE 8/21/2001
CASE Internationa! Star Registry of Ilinois vs. M&M Associates, et al,
TITLE

[In the following box (a) indicate the party filing the motion, ¢.g., plaintiff, defendant, 3rd party plaintitf, and (b) szate brietly the nature
of the motion being presented. ]

"MOTION:
]
DOCKET ENTRY: }
(H d Filed motion of [ use listing in “Motién" box above.] ‘1
{2 a Brief in support of motion due
(3) ] Answer brief to motion due_ | Reply to answer brief due
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{7 ] Trialfset for/re-set for] on ___ at _
(3) 0 [Bench/Tury trial] [Hearing] held‘continued to at
{9) O This case is dismissed [with/without] prejudice and without costs[by/agreement/pursuant to]
O FRCP4(m) (3 General Rule 21 OFRCP41(a)(1) O FRCP41(a)(2).
(10) | [Other docket entry]  This matter came before the court, sitting as emergency Judge, on plaintiff’s motion féf

The depositions currently scheduled for California shall take place prior to the depositions of plaintiff's wimesses

currently noticed by defendants. However, plaintiff's witness shall appear for their depositions or or before
September 30, 2001.

(1) = (For further detail see order on the reverse side of the original minute order.]
No notices required, advised in open court. ' Document
— . . F- . Number
No notices required. . P
—) . . Aumber of notices - :
v/ | Notices mailed by judge’s staff,
Notified counsel by telephone. date docketed
Docketing to mail notices.
—
Mail AO 450 form. A EXHIBIT docketing deputy initials
Copy to judge/magistrate judge. !
courtroom . date mailed notice
GS deputy’s ‘
initials —— T
Date/time received in N Co
central Clerk’s Office maiiing deputy initials




( \f (Reserved for use by the Court) (\)
' ORDER

e ————
International Star Registrv of I v. M&M Associates. et al.. 99 C 6680 August 21, 2001

This matter came before the court, sitting as emergency judge, on plaintiff’s motion for 2
protective order 1) to require defendants to disclose the number. names and areas of witness testimony
inadvance of Rule 30(b)(6) depositions in California; 2) to produce documents in advance of depositions
without imposing new objections; and 3) to allow plaintiff’s prior scheduled depositions to proceed
unimpeded in advance of defendants’ subsequently scheduled depositions of plaintiff. It is hereby

ordered:

1. Defendants shall provide the identity of all Rule 30(b)(6) witnesses to plaintiffis counse]
on or before August 30, 2001.

Defendants (or their attorney) shall, at plaintiff's expense, deliver to plaintiff’s counsel al}
responsive documents at least 10 days in advance of the scheduled deposition of
defendants’ witnesses in California, with the exception of documents currently needed to
run the defendants’ businesses. Plaintiff, at its expense, will arrange for the delivery of
those documents to the place of the depositions in advance thereof. The documents
necessary to run defendants’ business will be transported by defendant to the olace of the
deposition at least three days in advance of those depositions for inspection by plaintiff's
counsel. The parties shall confer and agree on which of these documents shall be
produced for attorney’s eyes only because they constitute confidential business records
such as customer lists or trade secrets that should not be disclosed to a competitor. All
other documents will, until further order of court, be considered to be covered by a
protective order limiting the disciosurs to the parties and for use in this case only.

[S]

The depositions currently scheduled for California shall take place prior to the depositions
ofplaintiff’s witnesses currently noticed by defendants. H owever, plamtiff’s witness shali
appear for their depositions on or before September 30, 2001.

(V%)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEALS BOARD

IN THE MATTER OF APPLICATION SERIAL NO. 76/448,315
PUBLISHED IN THE OFFICIAL GAZETTE ON JULY 15, 2003

INTERNATIONAL STAR REGISTRY
OF ILLINOIS, LTD.

Opposition No.: 91158299

Opposer,

12-30-2003

U.S. Patent & TMOfe/TM Mail Rept Dt. #78
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Applicant.

MEMORANDUM FOR MOTION WITH REQUEST TO ALLOW DISCOVERY TIME
PERIOD IN RESPONSE TO APPLICANT’S MOTION FOR SUMMARY JUDGMENT
AND RELATED MOTIONS TO HOLD DISCOVERY IN ABEYANCE OR SUSPEND

PROCEEDINGS PENDING OUTCOME OF RELATED OPPOSITION,
OR IF DENIAL OF DISCOVERY TIME PERIOD THEN TO EXTEND THE
TIME FOR FILING OF OPPOSER’S RESPONSE BRIEF; AND WITH
REQUEST TO CONSOLIDATE OPPOSITION PROCEEDINGS

Now comes the Opposer, by and through its attorneys and in
response to Applicant’s Summary Judgment brief (and its related
Motions) requests a reasonable discovery time period or if
denial of a reasonable discovery time period, then a reasonable
time period for the filing of a response brief. In support of
thét discovery be allowed the Opposer submits the rationale
herein and also attaches under the Federal Rules of Civil

Procedure a Rule 56(f) affidavit which is attached hereto.




The Opposer also requests that these opposition proceedings
be consolidated under Trademark Rule 2.117(a) with the related
recently filed opposition against the Applicant’s application
Serial No. 76/448,314, which is also under opposition. The
Opposer will also herein provide the rationale for the
consolidation of the proceedings.

The inconsistencies of Applicant’s Motions and legal
positions are apparent from examining the Applicant’s Motions in
these proceedings and in related Opposition No. 91157178,

The caption of the Applicant's Motion To Suspend itself
refers to related Opposition No. 91157178. On October 27, 2003,
the Opposer filed a Motion to consolidate the present Opposition
Proceedings in the application for "name a star" and design with
the prior Opposition No. 91157178 against the same Applicant's
application for "name a star". Both applications also cover the
same identified items where the Applicant provides star naming
services, specifically the offering to name a star with the name
reguested by consumers. In response to the Opposer's Motion to
Consolidate the Opposition Proceedings, which is mandated for
such matters by Trademark Rule 2.117(a) for related Opposition
Proceedings, the Applicant objected to the consolidation of
proceedings in Opposition No. 91157178 in its paper filed on

November 11, 2003. The Applicant in the caption of the Motion




at issue now refers to Opposition No. 91157178 as a "Related
Opposition”. The Applicant's Motion now goes so far as to argue
that Opposition Proceedings No. 91157178 (which one week prior
to Applicant's present Motion Applicant objected to being
consolidated with the present opposition) will "in turn dispose
of the present opposition under the doctrine of collateral
estoppel or claim preclusion". The Motion to Consolidate the
Opposition Proceedings now appears to be conceded as proper by
Applicant. Such consolidation of Opposition Proceedings could
moot Applicant's present Motions and with the granting under
Federal Rule 56(f) of Opposer's Motion for discovery on the
related Opposition Proceedings will alsc allow for discovery to
properly proceed in the Consolidated Opposition Proceedings.

Accompanying Applicant's Motion to suspend these Opposition
Proceedings pending a decision in the related Opposition No.
91157178 the Applicant also concurrently filed in these
proceedings a Motion for Summary Judgment which is essentially
the same document, with reliance upon the same evidence, as in
the referenced prior opposition proceeding which Applicant
objects to properly being consolidated with this opposition.
The Motion to suspend the present Opposition pending a decision
in Related Opposition No. 91157178 would apparently be

inconsistent with the Applicant also filing of the concurrently




filed Motion for Summary Judgment. The Applicant appears not
only to have taken different positions on the related/non-
related nature of the Opposition Proceedings (with Applicant
objecting to consolidation, but now asserting that the other
Opposition would be virtually controlling), but has also
requested a suspension of these proceedings pending the outcome
of the Related Opposition, while at the same time moving for
Summary Judgment in these proceedings based upon essentially the
same filings as in the other opposition. Under the Opposer’s
requested consolidation of proceedings and with the granting of
the requested discovery, the Opposer will now be able to file
its responsive papers to Applicant's Motions in both proceedings
in a single consolidated proceeding.

By way of background the Applicant expedited the
examination of its related application Serial No. 76/448,314
which covers the same words as in the presently opposed
application, under a Petition To Make Special, based upon the
quise of an infringement problem. The Applicant when filing
both related applications now under opposition, relied upon a
standard language 2(f) Declaration to claim acquired
distinctiveness, which when coupled with the Petition To Make
Special in the related application, the Applicant was seeking to

both expedite and limit the review of the application under the




cloak of a real urgency. Yet Applicant never explained why over
its twenty five (25) years of alleged use no registration was
ever obtained and that the Applicant never in the application
(or Petition to Expedite the application) brought to the Board’s
attention that within the prior couple of years it had abandoned
its prior application (Serial No. 75/852,829) which covered the
same words for virtually the same services and products. (See
Opposition No. 122,953 abandoned November 15, 2001.)

The Applicant’s over zealousness to block any discovery
should also be considered with considerable suspicion in light
of certain historic facts. ©Normally, when a party files for
Summary Judgment in accordance with the Trademark Rules any
requested discovery would be considered with the filing of
papers in response to a Summary Judgment Motion. In the present
opposition and in the related opposition the Applicant has not
only sought to complicate matters by filing separate Motion to
Hold Discovery In Abeyance or Suspend proceedings, but the
Applicant has actively sought to block all discovery in
presenting its supposed quarter century or so of its own version
of facts. Yet, never once does Applicant mention its yearly
dollar sales. Applicant’s attempt to evade discovery represents
a continuing pattern for as shown by Exhibit A, the Applicant

had to be compelled for depositions and to produce discovery in




a recent Federal District Court case in August 2001 when
Applicant was previously infringing Opposer’s trademark. Now
Applicant would like to present its own version of facts without
so much as providing a deposition or any discovery of its so-
called quarter century of its selected asserted “facts”.

The Applicant asserts registrability of the words “name a
star” for services of offering to “name a star” with the name
requested by customers and in providing an underlying
certificate to customers showing the naming of the star. The
Opposition Petition and its attachments demonstrate that the
Applicant and Opposer are competitors and that both offer to
consumers to name a star using these very phrases to describe
the underlying services. Applicant’s own “order” form even
references on the portion to be completed by the customer “To
Name a Star” and Applicant refers repeatedly to its business as
the Name A Star Business. (Opp. Pet. Paras. 9, 10, 20 and 23 and
Ex. A-F) Yet Applicant asserts that “name a star” is inherently
distinctive or has acquired secondary meaning, even though it
has repeatedly used these very words descriptively.

In filing the Motion for Summary Judgment the Applicant has
also under a separate Motion sought to hold discovery in
abeyance, while at the same time in its Motion seeking to

reserve the right to press future discovery on a so called




“unclean hands” issue (in the opposition No. 91157178 which
Applicant refers to as related), upon Applicant’s admitted
potential failure of its Motion for Summary Judgment in the
related opposition proceedings (and which Applicant asserts
would control these proceedings). Applicant seeks to press an
urgency and avoid scrutiny when under its own asserted
admissions, and without any explanation, it never explains why a
supposed quarter century passed without it ever registering the
asserted mark.

The Applicant seeks to inundate the Trademark Office with
broad conclusionary statements and largely irrelevant and not
very probative documents. However, the Applicant is virtually
silent within its filing on the essential typical facts
associated with a Section 2(f) showing, despite having filed
essentially the same brief and same large stack of papers in
both opposition proceedings which Applicant objects to being
consolidated. Not once does Applicant state its total dollar
sales for any single year, much less summarize its dollar sales
over the time period involved or for any time period. Not once
does Applicant ever state its dollar expenditures on advertising
or promoting its services or products, with the only possible
exception being that Applicant states that currently it spends

$130,000 on such activities, without any breakdown on the actual




activities. Such information is only available to Applicant and
in the absence of the Applicant’s ignoring of any third party
evidence of proposed recognition on acquired distinctiveness, it
would be virtually essential to a Section 2(f) showing of
acquired distinctiveness, especially when the Applicant has
awareness of the admitted use by others. The third party usage
and Applicant’s actions or inactions about said uses obviously
pertain to the issue of asserted acquired distinctiveness.

The Applicant has at various times asserted that historic
records were destroyed or otherwise were not kept. (Applicant’s
SJ Brief Page 4 - “Many historic documents on the use,
advertising and sales of the NAME A STAR goods/services have
been lost and discarded...”) The Applicant also asserts that in
about the first twenty (20) years of business approximately
3,000 stars were named by its name a star business. (Applicant’s
SJ Brief Page 2) While this would average only a 150 stars
named per year this showing is not even what occurred on a
yearly basis. Also, the showing does not demonstrate which
units were sales versus the units which were gratuitous or for
other purposes. The issue is that Applicant has not
demonstrated any significant continuing sales (for virtually
over twenty years of its asserted use) and potential issues

exist as to abandonment. Furthermore, with both the Applicant




and the Opposer in the name a star business for over twenty
years the Applicant would need to show acquired distinctiveness
having occurred prior to Opposer’s significant use of the phrase
or the significant uses by others. Again pertinent facts on
abandonment, continuity of use, levels of use over time or when
asserted acquired distinctiveness may have occurred, are facts
which are essentially only available from the Applicant and
discovery on these facts is also appropriate.

The Applicant also, at various times, rejects the third
party usage shown in the materials which were attached and
referenced in the Opposition Petition as being too far in the
distant past, or perhaps as being only too recent and thereby
the Applicant rejects each and every third party use as being
irrelevant to Applicant’s claim that somehow as of some
unspecified date the Applicant obtained acquired
distinctiveness. (Applicant’s SJ Brief, the Title on Page 10)
The Applicant’s evidence of when acquired distinctiveness could
have attached would be pertinent relating to any third party
uses. At the same time while Applicant rejects the evidence of
other uses the Applicant contends that only since 1999 its sales
volume greatly increased. (Applicant’s SJ Brief Page 16)
Furthermore, the nature and extent of Applicant’s knowledge of

such third party uses would be pertinent to any claim of when




acquired distinctiveness would have occurred. Such factual
contentions again are essential to Applicant’s Declaration of
continuous and substantially exclusive use under Section 2(f).
These contentions of the Applicant are pertinent and essential
to Applicant’s position and available only from Applicant.
Furthermore, Applicant even acknowledges third party uses
in its supposed Affirmative Defense in the Answer to the
Opposition Petition referenced within its Motion to hold
discovery in abeyance in the related opposition based upon
“unclean hands”. Applicant under the concern that its Summary
Judgment brief will not succeed has requested in the related
opposition that discovery be only held in abeyance, should
Applicant upon failure of its Motion need to pursue discovery.
The Applicant blames such third party uses on the Opposer’s
enforcement of rights in its own incontestable federal
registrations for the marks INTERNATIONAL STAR REGISTRY and STAR
REGISTRY. Applicant is essentially asserting that Opposer’s
enforcement of trademark protection for its long standing marks
causes others to use the descriptive/generic phrase “name a
star”. The Applicant cites no legal support for such a far-
fetched Affirmative Defense. The nature and extent of such
admitted knowledge of third party uses would again be relevant

and should be essential discoverable facts in showing the

10




impropriety of Applicant’s Declaration on acquired
distinctiveness under Section 2(f).

In cases requiring a determination of the issue on whether
an alleged mark has acquired distinctiveness pursuant to Section
2(f) of the Trademark Act, evidence consisting of declarations
or affidavits from the Applicant attesting to length of use,
sales, advertising figures and examples of advertising and
promotion of the mark are often used. As already noted
questions or deficiencies exist in the Applicant’s asserted
proof: as to the nature or extent of the supposed length of
use - there is total absence of dollar sales summary
information, there is total absence of advertising figures over
time, and the examples of advertising or promotions are also
vague or scattered. The far more persuasive evidence of
declarations or affidavits or of evidence showing customer
recognition or attesting to the distinctiveness of the supposed
mark are totally absent from the asserted proof provided by the
Applicant.

Further probative matters in discovery essential to
Applicant’s prevailing upon acquired distinctiveness would
involve the Applicant’s own knowledge of Opposer’s long standing
over approximately twenty five (25) years use of the phrase name

a star. Again the nature and extent of such information is

11




highly probative of Applicant’s claim. As previously noted in
one breath Applicant rejects third party uses as too old, or too
recent and in the next breath it blames the Opposer for such use
under a far-fetched unclean hands assertion. However, both
Applicant’s knowledge and what if anything was done about such
uses, are essential facts known only to Applicant and should be
discoverable.

Twenty five (25) years of use have passed without Applicant
having registered the alleged mark. Materials asserted and
attached by Opposer to the opposition petition demonstrate many
descriptive/generic uses of the phrase by Opposer over many
years, such as the 1987 advertisement by Opposer in Time
magazine for, name a star. Evidence on why Applicant never
sought for many years to register the supposed mark would be
pertinent and available only from Applicant. Furthermore,
evidence of the Applicant on the awareness of the Opposer and
its descriptive/generic uses are also pertinent to the
declaration of Applicant asserted under Section 2(f) and
available only from Applicant.

Moreover, Applicant’s own descriptive use of the phrase
name a star is shown within the Opposer’s Opposition Petition.
(Opp. Pet. Paras 9, 10, 20) Applicant’s nature or extent of the

use of such materials promoting the descriptive/generic use of
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